THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe examner's refusal to
allow clains 11 through 30 as anended subsequent to the final
rejection in papers filed October 30, 1995, February 28, 1996,

April 23, 1996 and Septenber 9, 1996 (Paper Nos. 10, 19, 23

! Application for patent filed June 1, 1993.
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and 26). dCains 11 through 30 are all of the clains remaining in

this application. Cains 1 through 10 have been cancel ed.

Appellant's invention relates to a nethod of rel easably
securing a hasp (claim11l), a nethod of |ocking (clains 21 and
25), and a nethod of preventing access to an autonpbil e steering
colum ignition lock (claim18). As explained on page 2 of the
specification, in the "Sunmary of the Invention," it was
appellant's intention to

Provide a | ock that cannot be cut or broken by ordinary
t ool s.

Anot her object of the invention is to provide a nethod
of securing val uable assets such that they are nore
secure fromtheft by thieves using ordinary tools.

Yet anot her object of the invention is to provide a

| ock that offers real protection against theft by being
resistant to every known conmon form of breaking or
cutting heretofore used to defeat | ocks.

A further object of the invention is to provide an autono-
bile ignition |l ock cover that effectively deters auto theft.

Anot her object of the invention is to provide a padl ock
that can be made small er than conventional padl ocks and
which is light weight, corrosion resistant, is highly
resi stant to breaking, cutting, and even burning with a
t orch.

These an ot her objects of the invention are attained in
a |l ock having a shackle and a body for securing across
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the ends of the shackle with a latching device that can

be rel eased by a key or by a conbination. The shackl e

and the catch of the latch are nade of a shape nenory

all oy such as Nitinol. Another enbodi nent includes a

cover that can be placed over the ignition |ock of a

vehicl e and secured in place when the vehicle is left

unattended. The cover is hardened steel and the |ock

whi ch secures it in place includes a shackle and a

catch made of a shape nenory alloy, preferably Nitinol

that is inpossible to break or cut with ordinary tools.

On pages 4 through 6 of the specification, it is enphasized
why the shackle (30) and the catch or | ocking pin (46) of the
| ock are to be made of N tinol, for exanple, "Type 55 Nitinol."
These pages of the specification also discuss advant ageous
properties or characteristics of Nitinol that nmake the | ock
conponents nmade of such material "uniquely resistant to attack by
t hi eves and ot her persons intent on cutting or breaking the | ock"

(specification, page 5).

Clains 11, 18, 21 and 25 are representative of the subject
matter on appeal and a copy of those clainms may be found in the
Appendi x to the reply brief (Paper No. 27, filed Septenber 9,
1996) .

The prior art references of record relied upon by the

exam ner are:
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Dutt on 2,407, 406 Sep. 10, 1946
Gol dstein 4,561, 272 Dec. 31, 1985
Freeman 4,598, 562 Jul. 08, 1986
Dal by 4,753, 465 Jun. 28, 1988

THE REJECTI ONS 2

Clainms 11 through 30 stand rejected under 35 U.S.C. § 112,
first paragraph, as being directed to a specification which, as
originally filed, does not support the invention as now cl ai ned.
According to the exam ner (answer, page 6), the recitation in
claims 11, 18, 21 and 25 of "primarily solid nonolithic" N tinol

has no support in the original specification.

Clainms 11, 12 and 21 through 24 stand rejected under 35
U S. C. 8§ 103 as being unpatentable over Dutton in view of

ol dst ei n.

Clainms 13 through 17 stand rejected under 35 U . S.C. 8§ 103 as
bei ng unpatentabl e over Dutton in view of Goldstein as applied to

claims 11 and 12 above, and further in view of Dal by.

2 As indicated in the supplenental examner's answer mailed Novenber 25,
1996 (Paper No. 28), the rejection of claim24 under 35 U . S.C. § 112, second
par agraph, as stated in the final rejection and exam ner's answer has been
overcome. |In addition, it is indicated that the rejection of claim 17 under
35 U.S.C. 8 112, second paragraph, and the objection to claim18 set forth on
pages 6 and 7 of the exam ner's answer have been obvi ated by the amendnent
filed Septenber 9, 1996.
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Clainms 18 through 20 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpat ent abl e over Freeman in view of Gol dstein.

Clains 25, 28 and 30 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Goldstein in view of Dutton.

Clains 26 and 27 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentabl e over Goldstein in view of Dutton as applied to

cl aim 25 above, and further in view of Freeman.

Claim 29 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Goldstein in view of Dutton and Dal by.

Rat her than reiterate the exam ner's statenent of each of
t he above-noted rejections and the conflicting viewoints
advanced by the exam ner and appellant, we refer to the
exam ner's answer (Paper No. 25) and suppl enental exam ner's
answer (Paper No. 28), and appellant's brief (Paper No. 24) and

reply brief (Paper No. 27) for the full exposition thereof.

OPI NI ON
In arriving at our decision in this appeal, we have carefully

consi dered appellant's specification and clains (both as
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originally filed and as anended), the applied references, and the
respective positions of the exam ner and appellant regarding the
various issues before us on appeal. As a consequence of our

review, we have nade the determ nati ons which foll ow

Turning first to the examner's rejection of clains 11
t hrough 30 under 35 U.S.C. 8 112, first paragraph, we note that
the test for determning conpliance with the witten description
requi renent of the first paragraph of 8112 is whether the
di scl osure of the application as originally filed reasonablely
conveys to the artisan that the inventor had possession at that

time of the later clainmed subject matter. See In re Kaslow, 707

F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983). In this
regard, it is inmportant to additionally understand that the

cl ai med subject matter does not have to be expressed in ipsis
verbis in the specification in order to satisfy the description

requi renent of 8112 (See In re Wertheim 541 F. 2d, 257, 265, 191

USPQ 90, 98 (CCPA 1976)) and that, under appropriate circum
stances, the original drawings may al so provide the required

"witten description of the invention." See Vas-Cath Inc. v.

Mahur kar, 935, F.2d, 1555, 1564, 19 USPQ2d 1111, 1117 (Fed. Grr

1991); In re Wl fensperger, 302 F.2d, 950, 956, 133 USPQ 537, 543

( CCPA 1962).
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Wth this as our background, we turn to the examner's

objection to the recitation in claim1l of "primarily nonolithic

Nitinol," in clainms 18 and 25 of "primarily solid nmonolithic
Nitinol," and in claim?2l1 the recitation that the | ock shackle is
made "primarily of solid nonolithic Nitinol." The above | anguage

was added to the enunerated independent clains subsequent to the
final rejection (see Paper Nos. 10, 19, 23 and 26). |n Paper No.
19, the follow ng paragraph was al so added to page 6 of the
speci fication,

As shown in Figs 1-3, the shackle is nade of primarily

solid monolithic Nitinol. The term"primarily solid

monolithic Nitinol shackle" is intended to nean that

the shackle is a single honbgeneous undifferenti ated

mat eri al throughout, and its primary protective

strength is provided by the solid N tinol, although the

shackl e coul d al so be painted or have sone ot her

decorative finish or non-structural elenments conmon in

| ocks appli ed.
In the exam ner's view, these additions to the specification and
clainms constitute new matter. Wiile the examner is correct in
observing that appellant’'s original specification does not
expressly use the termnology "primarily solid nonolithic
Nitinol," we nust agree with appellant that the person of

ordinary skill in the art at the tinme of filing of the

7



Appeal No. 97-1475
Appl i cation 08/ 069, 544

application would have readily recognized fromthe depiction in
Figures 1 and 3 of the shackle (30) and | ocking pin (46), and
fromthe description in the original specification, that these

el ements of the lock therein were nade conpletely of Nitinol, for
exanpl e, of Type 55 Nitinol, or in appellant's terns that the
shackl e and | ocking pin are made of "a single honbgeneous

undi fferentiated material throughout,”™ wth that material being
"solid nmonolithic Nitinol." Thus, when we give proper
consideration to the entire disclosure of appellant's application
as originally filed, as such would be viewed by the person of
ordinary skill in the art, we find that there is a reasonable
basis to conclude that the disclosure would have conveyed to the
artisan that the inventor had possession of the presently clained
subject matter of clainms 11 through 30 on appeal at the tinme of
filing of the application. The examner's rejection of these
clainms under 35 U. S.C. 8 112, first paragraph, as |acking support
in the originally filed disclosure will therefore not be

sust ai ned.

It follows fromour determ nation above, regarding the

examner's rejection under 35 U . S.C. 8§ 112, first paragraph,
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that we do not agree with the exam ner's characterization of the
anendnent to page 6 of the specification (nmade in Paper No. 19)
as being new matter. In our view, the person of ordinary skil

in the art woul d have reasonably recognized fromthe originally
filed disclosure that the shackle and | ocking pin or catch of the
padl ock described therein were to be nmade conpletely of Nitinol
so as to take advantage of the properties thereof as set forth on
pages 4 through 6 of the specification. In our opinion, the
guestioned anendnents nerely clarify that which was al ready
reasonably apparent fromthe originally filed draw ngs and
specification of appellant's application. Thus, these anmendnents
do not constitute new matter and should be allowed to remain in

t he application.

Next, we turn to the examner's prior art rejections, and
proceed by first addressing the rejection of clains 11, 12 and 21
t hrough 24 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Dutton in view of Goldstein. According to the exam ner, Dutton
teaches the basic nmethod of using a padl ock shackle (28) to I ock
a hasp and staple (62, 64), while Goldstein clearly teaches a

Ni ti nol shackle. The exam ner concludes that it woul d have been
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obvious to one of ordinary skill in the art at the tinme of
appellant's invention to nodify the nethod of Dutton by providing

a padl ock shackle therein made of a Nitinol materi al

In response to appellant's argunents that CGol dstein teaches
a conposite shackle (e.g., at colum 2, lines 27-33 thereof) and
does not teach or suggest a "primarily nmonolithic N tinol"
shackl e as in independent claim 11l on appeal, or a shackle made
"primarily of solid nmonolithic Nitinol" as in independent claim
21 on appeal, the exam ner has nade the assertions (answer, page
10) that 1) the N tinol conposition as disclosed in Goldsteinis
"clearly anticipatory wwth respect to the clainmed Ntinol
shackl e", 2) the instant clainms do not preclude the use of a
matrix |ike that of Goldstein, and 3) the argunents nade by
appel l ant are "noot since, the definition and supporting added

| anguage is new matter."

We begin with the exam ner's last assertion first, noting
that the Manual of Patent Exam ning Procedure (MPEP) in section
2163.06 (Rev. 3, July 1997), at page 2100-141, makes cl ear that
the exam ner nust still consider the subject matter added to the
claimor clains in nmaking rejections based on prior art since the

new matter rejection nmay be overcone by appellant. See al so,

10
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section 2143.03 of the MPEP, |ast paragraph, wherein it is

expressly noted that when evaluating clains for obviousness under
35 US.C 8103, all limtations of the clains nust be considered
and given weight, including limtations which do not find support
in the specification as originally filed (i.e., new matter). 1In

addition, see Ex parte Pearson, 230 USPQ 711, 172 (Bd. App. 1985)

and Ex parte Grasselli, 231 USPQ 393, 394 (Bd. App. 1983).

Thus, it is clear that appellant's argunents regarding the
limtations of clains 11, 18, 21 and 25 concerning the newy
added | anguage that the shackle is of "primarily nmonolithic
Nitinol" or "primarily solid nonolithic Nitinol" are not noot as
t he exam ner urges. Mreover, when these limtations of the
claims on appeal are considered and given proper weight, it is
clear that the conposite structure of the shackle of Goldsteinis
not anticipatory of the clainmed nonolithic N tinol shackle as the
exam ner believes, and that contrary to the examner's assertions
t he | anguage of the clainms on appeal when properly construed does
in fact exclude the use of a conposite matrix nmaterial of
tungsten carbide particles and nickel-titaniumalloy |ike that

taught in Goldstein. For these reasons, we will not sustain the

11
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examner's rejection of clainms 11, 12 and 21 through 24 under 35
U S. C 8§ 103 as being unpatentable over Dutton in view of

ol dst ei n.

Turning now to the examner's rejection of clains 13 through
17 under 35 U.S.C. § 103, we note that the addition of the
teachi ngs of Dalby to those of Dutton and CGol dstei n does not hi ng
to supply that which we have indicated above to be lacking in the
conbi nati on of Dutton and Coldstein. Moreover, as urged by
appellant, it is highly unlikely that one of ordinary skill in
the art would have been led to nodify the padlock of Dutton based
on the very specialized and diverse teachings of the space craft
| aunch | ock mechani sm of Dal by, absent appellant's own teachi ngs
and the application by the exam ner of inperm ssible hindsight.
Accordingly, the examner's rejection of clains 13 through 17

under 35 U S.C. § 103 will al so not be sustained.

As for the examner's rejection of clains 18 through 20
under 35 U. S.C. 8 103 based on the conbi ned teachi ngs of Freeman
and CGoldstein, we note that, in our opinion, neither of these
references teaches or suggests a nethod of "preventing access to

an autonobil e steering columm ignition |lock” as set forth in

12
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i ndependent claim 18 on appeal. Not only is there no teaching of
| ocking the cover of claim18 in a closed position with a |ock
"having a primarily solid nonolithic Nitinol shackle" as required
in claim18, but, as is clear froma reading of Freenman (at
colum 2, lines 28-32), there is also no teaching in these
references of "covering said ignition lock with a cover"” so as to
prevent access thereto as required in appellant's claim18.
Freeman expressly indicates that the user therein can "freely
mani pul ate the ignition key in the ignition key housing w thout
interference fromthe jacket." Thus, the exam ner's rejection of
met hod clainms 18 through 20 under 35 U.S.C. §8 103 will not be

sust ai ned.

Regarding the rejection of clains 25 through 30 under 35
US C 8§ 103 utilizing Goldstein as the primary reference, we
again note that neither CGoldstein nor Dutton teaches or suggests
a lock shackle that is nmade of "primarily solid nmonolithic
Nitinol," as required in claim?25 on appeal. As for the
recitations of dependent claim27, we again point to the
deficiencies of Freeman as noted above, observing that Freeman
does not teach or suggest a cover nenber "covering an autonotive

key slot of a notor vehicle ignition | ock tunbler,” or an

13
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arrangenent wherein the | ock which secures such a cover in
position "nust be renoved to gain access to said ignition |ock
tunbler,” as set forth in appellant's nmethod claim27 on appeal .
In addition, our conments supra with regard to Dal by are again
pertinent here. For these reasons, we wll not sustain the
examner's rejections of clainms 25 through 30 under 35 U.S.C.

§ 103.

As is apparent fromthe foregoing, the examner's rejection
of clainms 11 through 30 under 35 U.S.C. § 112, first paragraph
has been reversed, as has each of the examner's rejections of

clainms 11 through 30 under 35 U.S.C. § 103.

REVERSED
JAVES M MElI STER
Adm ni strative Patent Judge

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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John M Neary
542 Sout hwest 298th Street
Federal Way, WA 98023
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